In The Drawings : 

Replace the sheet of drawings presently pending with another sheet of 
drawings including conventional names for elements of the hand tool machine 
shown in the drawing. 
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REMARKS 

Reconsideration of the application in view of the present amendment is 
respectfully requested. 

By the present amendment, the specification has been amended to delete 
reference to a figure legend as the drawings includes only a single figure, and to 
correct formal errors therein. The single sheet of drawings has been replaced with 
another sheet containing conventional names for shown elements. Claims 9 and 10 
have been canceled. Claims 1 and 3-8 have been amended to eliminate possible 
informalities therein and/or to provide uniformity of terms. Claim 1 has also been 
amended to more clearly define the present invention. Claims 11-12 have been 
added. 

Based on the foregoing amendments and the following remarks the 
application is deemed to be in condition for allowance, and Action to that end is 
respectfully requested. 

I. Objections to the Drawings 

The Examiner objected to the drawings under 37 C.F.R. § 1 .83(a) for their 
failure to show conventional names described in the specification. The Examiner 
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further objected to the drawings under 37 C.F.R. § 1.84(p)(4) for a reference 
character (7) designating two elements. The Examiner also objected to the 
drawings under 37 C.F.R. § 1.83(a) for an alleged failure to show every feature of 
the invention specified in the claims, namely, eight (8) interface contacts. 

As noted above, a replacement sheet of the drawing figure bearing 
conventional names is being submitted herewith. Approval of the amended 
drawing figure (copy, together with a letter to the Official Draftsperson, being 
enclosed) is respectfully requested. Further, the reference numeral 7 now 
designates only one element, power electronics. It is further respectfully submitted 
that while only one contact is provided with a reference numeral (8), the claimed 
eight interface contacts are already shown in the drawings. Three contacts connect 
the power electronics (7) with the phase coils (12) of the electric motor (2). Three 
contacts connect the rotor control means (6b) with the rotor position sensors (10), 
and two contacts connect the rotor control means (6a) with the motor control 
means (9). 

In view of the above, it is respectfully requested that the objections to the 
drawings be withdrawn. 

II. Objection to the Claims 
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The Examiner objected to claim 6 for an element lacking a proper 
antecedent. As noted above, claim 6 has been amended, together with other 
claims, to eliminate possible informalities therein. 

III. Rejection of Claims 

The Examiner rejected claims 1, 2, 6-8 under U.S.C. § 103(a) as being 
unpatentable over Wagner, et al., U.S. Patent No. 5,903,462 (Wagner) in view of 
Hudson, et al. U.S. Patent No. 6,173,350 (Hudson) and Smart Battery Data 
Specification (SBDS). Claims 3-5 were rejected under 35 U.S.C. § 103(a) as 
claims above and further in view of Publication U.S. 2004/01 12616 ('616). Claims 
9-10 were rejected as being unpatentable over US "616. It is respectfully 
submitted that claims 1-8 and 1 1-12 are patentable over the cited references. 

Specifically, claim 1 recites that the power electronics of the control module, 
which controls the electric motor, is arranged entirely in the battery pack and is 
connected to the electric motor via at least three interface contacts. It is 
respectfully submitted that the prior art does not disclose or suggest the 
arrangement of the power electronics for controlling an electric motor of a battery- 
operated electric hand tool machine entirely in the battery pack. 
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Considering the prior art, Wagner discloses a conventional battery-operated 
electric hand tool with the power electronics located in the tool housing. 

Hudson discloses a conventional two -wire master-slave controlled 
(clockwise) data bus (SM Bus) that is used for component management in 
computer-based hardware systems. However, neither Hudson nor SBDS, which is 
cumulative to Hudson, disclose or even remotely suggest an arrangement of the 
entire power electronics in a replaceable battery pack of a hand tool machine. Nor 
does Hudson or SBDS disclose a battery pack with three interface contacts. 
Hudson specifically points out that SM Bus is defined as a two -wire interface 
(column 2, lines 14-15). 

It is critical for the power electronics to be connected to a three-phase 
electric motor via three interface contacts so that the power electronics is 
connected with each phase coil of the electric motor. 

In view of the above, it is respectfully submitted that the combination of 
Wagner, Hudson and SBDT, assuming, arguendo, that it would have been obvious 
to combine these references, does not make the present invention, as defined by 
claim 1, obvious, and claim 1 is patentable over said combination and is allowable. 
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Claims 2-8 depend on claim 1 and are allowable as being dependent on an 
allowable subject matter. 

It is respectfully submitted that claims 1 1-12 are likewise allowable. Claim 
1 1 recites a battery pack used with the electrical hand tool machine and relies for 
its patentability on the same novel and inventive features as claim 1 and is, 
therefore, allowable for the same reasons claim 1 is allowable. 

It is noted that in US '616 which was applied to reject claims 9-10, the 
control electronics is not arranged in the battery (page 1, § 13; page 2, § 16). 

Claim 12 depends on claim 11 and is likewise allowable. 
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COMMENTS 

The Examiner's objection to the Information Disclosure Statement filed May 
20, 2005 has been noted. Upon reviewing the file, it was noted that the form 1449 
has not been attached to the Information Disclosure Statement. The form 1449 is 
enclosed herewith. 

If any fee under 37 C.F.R. § 1.17 (p) is required with the form 1449, the 
Commissioner is hereby authorized to charge our Deposit Account No. 01-0035. 
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CONCLUSION 



In view of the foregoing, it is respectfully submitted that the application is in 
condition for allowance, and allowance of the application is respectfully requested. 

Should the Examiner require or consider it advisable that the specification, 
claims and/or drawings be further amended or corrected in formal respects in order 
to place the case in condition for final allowance, it is respectfully requested that 
such amendment or correction be carried out by Examiner's Amendment and the 
case passed to issue. Alternatively, should the Examiner feel that a personal 
discussion might be helpful in advancing this case to allowance, the Examiner is 
invited to telephone the undersigned. 



Dated: May 19, 2006 

Abelman, Frayne & Schwab 
666 Third Avenue, 10th Floor 
New York, NY 10017-5621 

212-885-9386 

This correspondence is being deposited with the United States Postal Service on May 19, 2006 in an envelope as 
"Express Mail Post Office to Addressee" Mailing Label Number ER 059 676 670 US addressed to the Honorable 
Commissioner for Patents, Alexandria, VA 22313-1450. j , 



Respectfully submitted, 




Alexander Zinchuk 
Reg. No. 30,541 




Alexander Zinchuk 
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